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DETAILED ACTION 
BPAI Decision 

[01] The Examiner's decision to reject claims 19-31 and 46-47 under 35 U.S.C. § 103(a) as 

unpatentable over Beutter and Winkler was reversed. The Board found that "when the touch screen 
206 of Winkler is closed (first position) it is located "within a footprint" of housing 202. However, 
when the touch screen 206 is in an open position (second position) we do not find that it extends 
from the footprint of the housing 202, as also required by claim 19." BPAI decision at 5. This finding 
is entirely dependent on a limitation gleaned from the drawings. In particular, the Board states that 
"[w]e construe the words extended from said footprint of said housing, as called for in claim 19, to 
mean extending out from the vertically extending boundaries of the footprint of the housing" 
(emphasis added, internal quotes omitted). BPAI decision at 5. Therefore Winkler, as currently 
applied, does not meet the claim limitation "extending out from the vertically extending boundaries 
of the footprint of the housing." 

[02] The Examiner's decision to reject claims 19 and 49 under 35 U.S.C. § 103(a) as unpatentable over 
Beutter and Rosen was affirmed. 

Claim Rejections ■ 35 USC § 112, First Paragraph 

[03] The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of 
the manner and process of making and using it, in such full, clear, concise, 
and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the 
same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

[04] Claim(s) 24-25 is/are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 

enablement requirement. The claim(s) contains subject matter which was not described in the 
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specification in such a way as to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention. 
[05] Both claims recite that said touch screen is easier to deflect in one direction (opening) than in the 
other direction (closing). According to the specification, the touch screen is attached by a "hinge 
142" that is equipped with "one or more tapping mechanisms". Conventional hinges are equally 
easy to deflect in either direction. The specified "hinge 142" appears to be a conventional hinge. 
The only unconventional feature is a "tapping mechanism". It is not entirely clear what a tapping 
mechanism is, but there is no suggestion that it makes the "hinge 142" more deflectable in one 
direction than in another. 

Withdrawn Rejections 

[06] The text of those sections of Title 35, U.S. Code not included in this action can be found in a prior 
Office action. 

[07] The rejection of claims 19-31 , 46-47 as being unpatentable over Beutter (2003/0076410) in view of 
Winkler (6,41 1 ,851 ), as previously applied, failed to address the claim limitations in Figure 1 5, and 
is therefore withdrawn, as required by the BPAI decision. 

[08] Winkler does not specifically disclose that the touch screen extends out from the vertically extending 
boundaries of the footprint of the housing. As noted by the Board, "Winkler does not disclose a 
touch screen that is movable between a first position within a footprint and a second position 
extended from said footprint [as shown in Figure 15]." 

[09] At the time of the invention, it would have been obvious to a person of ordinary skill in the art to tilt 
the device ever so slightly such that the touch screen extends out from the vertically extending 
boundaries of the footprint of the housing. Winkler does not specifically suggest that the device is to 
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be tilted, but it is inherently capable of doing so. A skilled artisan would be motivated to tilt the 
device if, e.g., the most convenient place to set it down was not perfectly flat. Winkler's device is 
clearly capable of being set down on a tilted surface. In the normal course of use, Winkler's device 
will be rested on a non-flat surface, and the touch screen of Winkler's device will extend out from 
the vertically extending boundary of the footprint of the housing. 

[1 0] The rejection of claim 48 as being unpatentable over Beutter (2003/007641 0) in view of Winkler 
(6,41 1 ,851 ) and in further view of Watai (2003/0060678) is also withdrawn. 

Claim Rejections - 35 USC § 103 

[11] Claims 19-23,26-31 ,46-47,49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beutter (2003/0076410) in view of Rosen (2002/0149706) 

[12] With regard to claim 19: 

[12a] Beutter discloses a medical video instrument having touch screen control comprising: 

• a touch screen ("p]ln response to touch-screen or voice generated commands...) for 
entering control commands ("the operating room control center 42 generates control 
signals to the camera control unit 34," [0030]) to control said medical video instrument 
("endoscopic viewing system 20," [0026]), said medical video instrument inserted into 
a body cavity and generating an image stream representative of the body cavity and 
displayed on said touch screen; 

• a processor ("operating room control center 42," as noted above) for receiving said 
control commands and for generating control signals to operate said medical video 
instrument; 

• the processor disclosed by Beutter is inherently enclosed by a housing. 
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[1 2b] Beutter does not disclose 

• that said touch screen movable between a first position at least partially within a 
footprint of said housing and a second position extended from said footprint of said 
housing. 

[12c] Rosen discloses 

• that a touch screen ("20") is movable between a first position at least partially within a 
footprint ("slot 18") of a housing and a second position (see Figures 5-6) extended 
from said footprint ("free space adjacent to free edge 16") of said housing. See [0025]- 
[0028]. 

[1 2d] At the time of the invention, it would have been obvious to a person of ordinary skill in the 
art that to combine the medical video instrument disclosed by Beutter with the retractable 
monitor disclosed by Rosen. It is obvious to combine prior art elements according to 
known methods to yield predictable results. In combination, the medical video instrument 
and the retractable monitor would have performed the same function as they had 
separately; a skilled artisan would have recognized that the result of the combination was 
predictable. 

[1 3] With regard to claim 20: the touch screen is un- pluggable from said housing. 
[14] With regard to claim 21 : said housing and said touch screen include stackable mating plug portions. 
[1 5] With regard to claim 22: said touch screen can be used by a plurality of medical instruments. 
[1 6] With regard to claim 23: said touch screen is deflectable about an axis ("x" in Figure 6; [0028]) of 
said housing. 

[1 7] With regard to claim 26: said touch screen presents a keyboard to a user. 
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[1 8] With regard to claim 27: Beutter further discloses a sensor ("camera head 28," [0027]) in 

communication with said processor, said sensor receiving control signals to operate said medical 
instrument. 

[1 9] With regard to claim 28: Beutter discloses a speech recognition module ("voice-generated 

commands," [0030]) executing on said processor, said speech recognition module receiving voice 

signals that control said medical instrument. 
[20] With regard to claim 29: Beutter further discloses an expert system executing on said processor, 

said expert system generating control signals to operate said medical instrument ("operating room 

control center 42 generates control signals" as noted above). 
[21] With regard to claim 30: said touch screen slides out of said housing. 
[22] With regard to claim 31 : said touch screen slides out of said housing and is deflectable. 
[23] With regard to claim 46: said medical video instrument generates video data that is displayed on 

said touch screen. 

[24] With regard to claim 47: comprising a video screen coupled to said processor ("captured image that 
is presented on monitor 36" [0030] of Beutter), and wherein said medical video instrument 
generates video data that is displayed on said video screen. 

[25] With regard to claim 49: As noted above, Rosen discloses that said touch screen is in the first 
position, said touch screen is positioned within an interior cavity of said housing and when said 
touch screen is moved to the second position, the touch screen [is] positioned at least partially 
outside of said cavity. 

Additional Claim Rejections - 35 USC § 103 
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[26] Claim 48 is rejected under 35 U.S.C. 103(a) as being unpatentable over Beutter (2003/0076410) in 

view of Rosen (2002/0149706) and in further view of Watai (2003/0060678). 
[27] Beutter in view of Rosen does not disclose a storage for storing the image stream. 
[28] Watai discloses a "hard disk 21e for storing image data" ([0064]). 

[29] At the time of the invention, it would have been obvious to a person of ordinary skill in the art to 
store the image data disclosed by Beutter in view of Rosen as taught by Watai. A skilled artisan 
would be motivated to do so in order to preserve captured medical data. 

Conclusion 

[30] Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Philip R Smith whose telephone number is (571) 272 6087 and whose email address is 
philip.smith@uspto.gov. The examiner can normally be reached between 9:00am and 5:00pm. 

[31] If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Linda 
Dvorak can be reached on (571) 272 4764. 

[32] Information regarding the status of an application may be obtained from the Patent Application 

Information Retrieval (PAIR) system. Status information for published applications may be obtained 

from either Private PAIR or Public PAIR. Status information for unpublished applications is 

available through Private PAIR only. For more information about the PAIR system, see http://pair- 

direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 

Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Philip R Smith/ 
Examiner, Art Unit 3739 



